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QB New USPTO Director Kathi Vidal as of April 2022

« Decades of experience in patent litigation and
counseling
 Former managing partner of law firm
« Electrical engineer

« Director Vidal may focus on:

e Examiners’ Return to the Office ?
35 USC 101 Guidelines?

July 2022 Director’s post: “we are revisiting our subject matter
eligibility guidance”

« DOCX?

« IDS Rules?

* Discretionary denials at PTAB
 Reviews under the Arthrex case
« Diversity
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Presenter Notes
Commentaires de présentation
Silicon Valley office of law firm Winston & Strawn
In her confirmation hearing, Vidal vowed to take a look at discretionary denials at the Patent Trial and Appeal Board, which in recent years have been used to deny patent challenge requests, hurting generic drugmakers’ chances of bringing competition to market quickly for often expensive brand name drugs.

What will make Vidal’s new job more distinct from her predecessors is that the USPTO will be more empowered, at least in part, by a Supreme Court ruling from last year: US vs. Arthrex. The court ruled that the director of the patent office, now confirmed to be Vidal, has the power to overturn decisions made by the Patent Trial and Appeal Board, a tribunal that reviews the validity of issued patents.


Public PAIR Retired August 2022

After July 31, 2022, Public PAIR will no longer be available. To access publicly available
documents, guest users may access Patent Center.
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New submission ~ Existing submissions ~ Petitions ~

Search for a patent application

Search by application number, patent number, PCT number,
publication number or international design registration number.
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Notice of Nov. 22, 2021
Non-DOCX surcharge fee
effective January 1, 2023

$400

>

DOCX Filing

Applicants must file applications in DOCX format in
order to avoid the $400 surcharge

» Non-provisional utility

» Does not apply to PCT/US national stage

» PDF acceptable for drawings

The PTO will convert the DOCX file into a PDF
The DOCX file will be the authoritative document for 12
months
Applicants can review and correct conversion errors in the
PDF during this window of 12 months
« ltis important to check both the DOCX and USPTO-
generated PDF documents as soon as possible after

filing.
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Presenter Notes
Commentaires de présentation
Q3. 	Any tips in preparing chemical applications in DOCX?
	A3.	We recommend closely adhering to the USPTO’s guidance on compliant software to generate DOCX documents, images, fonts, headers, etc.  
		Size/Orientation: Letter or A4 page size, only in portrait orientation.
		Paragraph numbers: The USPTO does not require, but prefers the use of paragraph numbers.  It will issue a warning during a DOCX filing if paragraph numbering is used but each paragraph is not consecutively numbered. 
		Equations and chemical formulas: The USPTO DOCX Quick Start Guide indicates that supported OLE Objects include Visio.Drawing.11, Equation.DSMT4, ACD.ChemSketch.20, ChemDraw.Document.6.0, and Equation.3.  Also, it is possible to prepare equations and chemical formulas in another software program and save it as an image, and then paste that image into a DOCX document.  Similar for tables.  The USPTO recommends using .PNG or .JPG for pasting images into a Specification. 
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Information Disclosure Statement (IDS)
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AboutUs Jobs ContactUs  MyUSPTO

UNITED STATES
PATENT AND TRADEMARK OFfice  O€ptember 2022 Q

Patents Trademarks IP Policy Learning and Resources

Home > Patents> Initiatives > After Final Consideration Pilot 2.0 [ Share | & Print

Main menu p . . .
After Final Consideration Pilot 2.0
Trademarks The After Final Consideration Pilot 2.0 (AFCP 2.0) has been extended through September 30, 2023. AFCP 2.0 is
part of the USPTO's on-going efforts towards compact prosecution and increased collaboration between
IP Policy examiners and stakeholders.

“If you are considering filing a response to a final rejection under 37 CFR 1.116 that you believe will lead to
allowance of your application with only limited further searching and/or consideration by the examiner, you
should consider requesting consideration of the response under AFCP 2.0

Copyright © 2021 Oblon



USPTO to Issue Patents Electronically

Electronic Patents Coming Soon

e Sromote the i/}.:,uw

T Drrector

o e Clnited «Soates Fotint aned 37m4”,,,4’z:?/:1 fos mececved

:‘/" Fecince andt Vd;,/;/. SHhts

Official copy (with seal and Director’s signature)
to be available for downloading
 Announced for 2022

an afplication /” a fuatind /u @ ncsee and myd/ cinvention. e litle
and desergition of e cnventton are enclosed. The regacrements
7/ lerer Aave been conyhdied ity and o fos Leen dedermined Aok
a fhadint on e envention .lé///.,( pranted andes dhe Lo

Therefore, Mo United «Seates
t;

Paper copies will still be available for $25

grants to the persons) having title to this patent the right to exclude ohers from making,

using, offering for sale, or selling the invention throughout the Unired States of Ame

or
importing the invention into the United States of America, and if the invention is a prosess,
of the right to exclude others from using, offering for sale or selling throughout the United

States of America, products made by that process, for the term set forth in 351.5.c. 154(a)(2)
or ()(a), subject to the payment of maintenance fees as provided by 35 U.5.¢. 41(b). See the

Maintenance Fee Notice on the inside of the cover

\>  Director or T Usirep Stares Parent anp TRapEMARK OFFICE
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Ex Parte Reexamination on the Rise Again

GRANT/INSTITUTION RATE (%)
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Source: M. Sartori, published in LAW360, August 2022
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Presenter Notes
Commentaires de présentation
Although ex parte reexamination fell out of favor following the commencement of the AIA, ex parte reexaminations have gained popularity in recent years and remain an option for a third party to challenge a competitor's patent.
Ex parte reexamination may benefit a third-party requestor for a variety of reasons, including, for example, high rate of granting a request for ex parte reexamination, lower cost compared to IPR, potential for anonymity, broad claim interpretation, and avoidance of estoppel.
However, ex parte reexamination has potential disadvantages that should also be considered by a third party, including, for example, lower chance of canceling claims compared to IPR, inability for the third-party requestor to actively participate in the proceedings, longer average pendency than IPRs and an inability to withdraw or abandon a request for ex parte reexamination once grantedRead more at: https://www.law360.com/ip/articles/1523384/stats-show-renewed-interest-in-ex-parte-reexamination?nl_pk=a54d13a4-80c2-4101-a865-b1f5b7d7e50e&utm_source=newsletter&utm_medium=email&utm_campaign=ip&utm_content=2022-08-25?copied=1
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35 QSC 112§a) includes three _ L
distinct requirements The Written Description
. I iption

2. Enablement Requirement

3. Best Mode

35 USC 112(a): The specification shall contain a
written description of the invention, and of the
manner and process of making and using it, in such full,
clear, concise, and exact terms as to enable any person
skilled in the art to which it pertains, or with which it is
most nearly connected, to make and use the same, and
shall set forth the best mode contemplated by the
inventor or joint inventor of carrying out the invention

Copyright © 2021 Oblon 12
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The Written Description Requirement

* The specification must describe the claimed invention in
sufficient detail such that one skilled in the art can
reasonably conclude that the inventor had possession
of the claimed invention at the time of filing

* The level of detail required varies depending on the scope
of the claims and on the complexity and predictability of
the relevant technology

Information that is well known in the art need not be described in
detail in the specification

Copyright © 2021 Oblon 13
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Genus claims supported by disclosure of species

* There is no special rule for
supporting a claimed genus by the
disclosure of a species

Species A
. Disclosure of the species must be sligeiese

sufficient to convey to one skilled in the
art t.hat the inventor possessed the sufficiently described by
subject matter of the genus species A and B?

 Whether a genus is supported _
depends upon the technology, the
state of the art and the scope of the

genus

Is the claimed genus

Copyright © 2022 Oblon 14
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Example from the Mechanical Arts
Based on Ascion v. Ashley Furniture (Fed. Cir. 2022)

The asserted patent described legs for a mattress frame

Claim 1 recited:

... afirst leg having a body portion with an outer surface, |
a top end and an opposite bottom end, the bottom end |
having a horizontal bottom surface... T~

I i

The specification did not provide any information about
the bottom surface, and the bottom surface cannot be

seen in drawings w Eﬂ

FIG. 58A FIG. 58B FIG. 58C

Question: Does the specification sufficiently describe the
claimed bottom surface with a horizontal surface?

Copyright © 2021 Oblon 15


Presenter Notes
Commentaires de présentation
CBT NARRATION:
The specification of the patent at issue in the Hynix case (US 5,915,105) describes a high speed, multiplexed bus for communication between processing devices and memory devices and devices adapted for use in the bus system.  Rather than the combination of point-to-point and bus-based wiring used with conventional versions of these devices, the specification describes a wholly bus-based interface.  In this system, there is no need for separate device-select lines since device-select information for each device on the bus is carried over the bus.

The specification also describes that the bus architecture of this invention makes possible an innovative 3-D packaging technology, and that by using a narrow, multiplexed (time-shared) bus, the pin count for an arbitrarily large memory device can be kept quite small-on the order of 20 pins.


()
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Example from the Mechanical Arts
Based on Ascion v. Ashley Furniture (Fed. Cir. 2022)

Patentee argued that one skilled in the art would
have inferred from portions of the specification

and drawings that the bottom surface was | |
horizontal L |

District Court (W. D. Wisconsin): Granted
motion for summary judgment that Claim 1 is

|
invalid for lack of written description U \ |
7

FIG. 58A FIG. S8B FIG. 58C

Copyright © 2021 Oblon 16


Presenter Notes
Commentaires de présentation
CBT NARRATION:
The specification of the patent at issue in the Hynix case (US 5,915,105) describes a high speed, multiplexed bus for communication between processing devices and memory devices and devices adapted for use in the bus system.  Rather than the combination of point-to-point and bus-based wiring used with conventional versions of these devices, the specification describes a wholly bus-based interface.  In this system, there is no need for separate device-select lines since device-select information for each device on the bus is carried over the bus.

The specification also describes that the bus architecture of this invention makes possible an innovative 3-D packaging technology, and that by using a narrow, multiplexed (time-shared) bus, the pin count for an arbitrarily large memory device can be kept quite small-on the order of 20 pins.
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Example from the Mechanical Arts
Based on Ascion v. Ashley Furniture (Fed. Cir. 2022)

CAFC:
* In the predictable field of mechanical inventions, the

level of detail required to satisfy the written '
description requirement is lower than for |
unpredictable arts
* |n this case, one skilled in the art could conclude that |
the specification discloses legs with horizontal |
bottom surfaces
« Summary judgement was not justified in this case: w
the case was remanded
FIG. 58A FIG. 58B FIG. 58C

Copyright © 2021 Oblon 17


Presenter Notes
Commentaires de présentation
CBT NARRATION:
The specification of the patent at issue in the Hynix case (US 5,915,105) describes a high speed, multiplexed bus for communication between processing devices and memory devices and devices adapted for use in the bus system.  Rather than the combination of point-to-point and bus-based wiring used with conventional versions of these devices, the specification describes a wholly bus-based interface.  In this system, there is no need for separate device-select lines since device-select information for each device on the bus is carried over the bus.

The specification also describes that the bus architecture of this invention makes possible an innovative 3-D packaging technology, and that by using a narrow, multiplexed (time-shared) bus, the pin count for an arbitrarily large memory device can be kept quite small-on the order of 20 pins.
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Example from the Electrical Arts
Based on Hynix Semiconductor Inc. v. Rambus Inc. (Fed. Cir. 2011)

The asserted patent described a bus interface for computer systems
The specification mentioned “a bus,” but only disclosed embodiments with a multiplexed bus:

‘The present invention is designed to provide a high speed, multiplexed bus for
communication between processing devices and memory devices ...

**kk%*

Another major advantage of this invention is that it drastically reduces the memory system power
consumption. ... By using a multiplexed (time-shared) bus, the pin count for an arbitrarily
large memory device can be kept quite small-on the order of 20 pins.”

Copyright © 2022 Oblon 18


Presenter Notes
Commentaires de présentation
CBT NARRATION:
The specification of the patent at issue in the Hynix case (US 5,915,105) describes a high speed, multiplexed bus for communication between processing devices and memory devices and devices adapted for use in the bus system.  Rather than the combination of point-to-point and bus-based wiring used with conventional versions of these devices, the specification describes a wholly bus-based interface.  In this system, there is no need for separate device-select lines since device-select information for each device on the bus is carried over the bus.

The specification also describes that the bus architecture of this invention makes possible an innovative 3-D packaging technology, and that by using a narrow, multiplexed (time-shared) bus, the pin count for an arbitrarily large memory device can be kept quite small-on the order of 20 pins.
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Example from the Electrical Arts
Based on Hynix Semiconductor Inc. v. Rambus Inc. (Fed. Cir. 2011)

Asserted claim: A memory device comprising:

a driver to output data on a bus in response to the first and second internal
clock signals

« The asserted claim recited a bus, not a "multiplexed bus”

 In litigation, the patentee asserted that the claimed “bus” covered both
multiplexed and non-multiplexed buses

* Question: Does the disclosure reasonably convey to one skilled in the art
that the inventor had possession of an invention using a generic bus?

Copyright © 2022 Oblon 19


Presenter Notes
Commentaires de présentation
CBT NARRATION:
This example will evaluate in the context of claim 34 whether the disclosure reasonably conveys to one skilled in the art that the inventor had possession of an invention using a generic bus. 

As recited in claim 34, a synchronous memory device includes an output driver, coupled to internal clock generation circuitry. The output driver outputs data on a bus in response to first and second internal clock signals and synchronously with respect to a first external clock signal. As claimed, the bus recited in claim 34 is not limited to being a multiplexed bus. 
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Example from the Electrical Arts
Based on Hynix Semiconductor Inc. v. Rambus Inc. (Fed. Cir. 2011)

* During trial, a technical expert testified that:

* The invention would not be undermined using a non-
multiplexed bus

* Persons of ordinary skill in the art would understand
that buses “"come in all shapes and sizes”

Copyright © 2022 Oblon 20


Presenter Notes
Commentaires de présentation
CBT NARRATION:
The following example is drawn from Hynix Semiconductor Inc. v. Rambus Inc., 645 F.3d 1336 (Fed. Cir. 2011). The invention relates to an integrated circuit bus interface for computer and video systems which allows high speed transfer of blocks of data, particularly to and from memory devices, with reduced power consumption and increased system reliability. 

The patent specification discloses use of a multiplexed bus. In litigation, patentee asserted that the claimed “bus” covered the use of both multiplexed and non-multiplexed buses. During trial, expert testimony was presented that the invention would not be undermined by the use of a non-multiplexed bus, persons of ordinary skill in the art would understand that buses “come in all shapes and sizes,” and that the benefits of the features described in the patent could be achieved with non-multiplexed buses.
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Example from the Electrical Arts
Based on Hynix Semiconductor Inc. v. Rambus Inc. (Fed. Cir. 2011)

The CAFC relied on the expert testimony and found that in view of the level of skill in the
art, the disclosure of a species (the multiplexed bus) was sufficient to support the genus
(the generic bus).

The Court explained:

“Whether the genus is supported [or not] depends upon the state of the art and the
nature and breadth of the genus.”

“[S]o long as disclosure of the species is sufficient to convey to one skilled in the
art that the inventor possessed the genus, the genus will be supported by an
adequate written description.”

Copyright © 2022 Oblon 21
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Commentaires de présentation
Practice Tips:
 Disclose as many embodiments as possible

Disclose a generic embodiment with generic components, in addition to specific embodiments with preferred components

Avoid using “The invention includes component A …”
Instead use:
“The system can include, for example, component A”
“In a non-limiting embodiment, the system incudes component A”
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Example from the Software Arts

 For each function of the software, the
specification must disclose the computer and

the algorithm that achieve the claimed "Move forward 100 pixels. then
function D b o o
* The specification must
describe/explain how the claimed en Down
function is achieved count <= @ N
- It is not enough that one skilled in orward 16
the art could theoretically write a count = count +1
program to achieve the claimed
function

Copyright © 2021 Oblon


Presenter Notes
Commentaires de présentation
CBT NARRATION:
For computer-implemented functional claims, the determination of the sufficiency of the disclosure will require an inquiry into the sufficiency of both the disclosed hardware and the disclosed software due to the interrelationship and interdependence of computer hardware and software. 

When examining computer-implemented, software-related claims, determine whether the specification discloses the computer and the algorithm(s) that achieve the claimed function in sufficient detail that one of ordinary skill in the art can reasonably conclude that the inventor possessed the claimed subject matter at the time of filing. 

Determine whether the specification describes how the claimed function is achieved. It is not enough that one skilled in the art could theoretically write a program to achieve the claimed function, rather the specification itself must explain how the claimed function is achieved. See MPEP § 2161.01, subsection I.
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Example from the Software Arts
Based on TransPerfect Global, Inc. v. Matal (Fed. Cir. 2017)

Requested
Web Page

2 ‘ :
Original Web 3 =
Page Order for Translation
Translation / Manager

Translated

/ Web Page

7

wf?\ FIG. 1

Web Browser
Copyright © 2022 Oblon 23
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Commentaires de présentation
CBT NARRATION:
Figure 1 of the patent at issue (6,857,022) in the TransPerfect case shows a schematic of a translation ordering system. A customer requests translation of an original web page with a single “one-click” action, for example, using a web browser plug-in. The customer’s web browser transmits an order for translation via a communication network to a translation server, also referred to as the “translation manager.” The translation manager processes the order for translation by translating the text of the requested web page, for example, using translation programs stored in a memory. The translation manager transmits the translated web page to the customer, and the translated web page is displayed by the customer’s web browser.
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Example from the Software Arts
Based on TransPerfect Global, Inc. v. Matal, (Fed. Cir. 2017)

1. A method of ordering a translation of web page comprising text and
original hyperlinks to further web pages, including the steps of:

a user clicking to request a translation of said text from a translation
manager;

said translation manager obtaining a translation of said text, and
transmitting said translation to said user; and

providing translation of said further web pages when said original
hyperlinks are activated.

Question: Does the specification provide a description of how to achieve the
limitation of providing translation of the further web pages when the original
(untranslated) hyperlinks are activated?

Copyright © 2022 Oblon 24
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Commentaires de présentation
CBT NARRATION:
The following hypothetical example is drawn from (unpublished). The invention relates to a method for ordering a translation via a communications network using a “one-click” ordering system for obtaining an “instant” translation of a web page. This example will evaluate whether hypothetical original claim 3 finds written description support under § 112(a), particularly the result-oriented limitation shown in bold text.  

As recited in claim 3, an original web page includes text and one or more original hypertext links that point to one or more hyperlinked web pages. Responsive to a “single action” user request, the web browser transmits an order to a translation server to translate the original web page and receives from the translation server a translated web page that includes translated text and the original hypertext links. 

The bolded limitation of claim 3 is interpreted as the web browser providing translated versions of the hyperlinked web pages in response to the user activating the original hypertext links in the translated web page. Claim 3 does not include features relating to how the web browser performs the “providing” step.  


()
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Example from the Software Arts
Based on TransPerfect Global, Inc. v. Matal (Fed. Cir. 2017)

 The CAFC finds that the claim lacks written description under
§ 112(a)

* The specification does not describe how the web browser
provides translation of the further web pages when the original
(untranslated) hyperlinks are activated

 Not enough that one of ordinary skill in the art could write a program to
replace original hyperlinks with translated hyperlinks to retrieve the
translated web pages from the translation manager

Copyright © 2022 Oblon 25
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Commentaires de présentation
Practice Tips:
For each claimed function, ensure that the specification includes an algorithm of how to perform that function

Do not rely on statements such as “One of ordinary skill in the art would know how to perform this function because it is conventional and well-known”
These statements can be used against the applicant/patentee as admissions that the claim does not recite additional elements that “amount to substantially more than the judicial exception” (e.g. an abstract idea), and that the claim is thus ineligible subject matter under 35 USC 101
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OVERVIEW

« Aforum selection clause in a license or confidential
agreement can protect the patentee from PTAB
challenges launched by the other party to the agreement

 Dodocase VR v. MerchSource (Fed. Cir. 2019)
« Kannuu Pty v. Samsung Electronics (Fed. Cir. 2021)

* Nippon Shinyaku v. Sarepta Therapeutics (Fed. Cir.
2022)

Copyright © 2022 Oblon, McClelland, Maier & Neustadt, LLP
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Dodocase VR v. MerchSource (Fed. Cir. 2019)

 The parties entered into a license agreement with a forum selection
clause requiring that disputes “arising out of or under” the agreement
be brought in California courts

 The parties disagreed whether certain products were covered by the
licensed patent

 The licensee elected to challenge the licensed patents via post grant
proceedings at the PTAB (USPTO) rather than to pay royalties for the
products

* Question: Do PTAB petitions constitute disputes “arising out of or
under” a license agreement?

« CAFC: Yes, the validity of a licensed patent is an issue arising out
of or under a license agreement
« The PTAB petitions at the USPTO must be withdrawn

* Instead, the licensee must challenge the validity of the licensed patents in
California court, as required by the forum selection clause

Copyright © 2022 Oblon, McClelland, Maier & Neustadt, LLP
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Kannuu Pty v. Samsung Electronics (Fed. Cir. 2021)

« The parties entered into a Mutual Confidentiality Agreement
(MCA) with a forum selection clause requiring that any legal
action “arising out of or relating to” the MCA be brought in New
York courts

« The potential deal fell apart and Kannuu sued Samsung for
patent infringement

« Samsung filed an IPR petition at the PTAB (USPTO) against
the asserted patent

* Question: Do IPR petitions constitute legal actions arising out
of or relating to an MCA?

« CAFC: No, the validity of a patent does not impact the parties’
confidential obligations

Copyright © 2022 Oblon, McClelland, Maier & Neustadt, LLP
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* Nippon Shinyaku v. Sarepta Therapeutics (Fed.
Cir. 2022)

« The parties entered into a Mutual Confidentiality Agreement
(MCA) with a forum selection clause requiring that all legal actions
“relating to patent infringement or invalidity” be brought in
Delaware District Court

« The potential deal fell apart and Sarepta filed IPR petitions at the
PTAB (USPTO) against Nippon Shinyaku’s patents

* Question: Do IPR petitions constitute legal actions relating to patent
invalidity”?
« CAFC: Yes, the plain and explicit language of the MCA shows that

the parties negotiated the right to challenge a patent at the PTAB
(USPTO)

Sarepta bargained-awaly its right to file the IPR petitions

Copyright © 2022 Oblon, McClelland, Maier & Neustadt, LLP
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Order in the Western District of Texas

* In 2020 and 2021, the WDT was the top venue for patent litigation
(25% of all cases), especially for Non-Practicing-Entities

« Judge Alan Albright (Waco Div.), former patent litigator, was the
sole judge for all patent litigations filed in the Waco division of
the WDT

Fast procedures and patentee friendly rulings

« Many organizations, Congress, and the CAFC criticized the
situation

* In July 2022, the Chief Judge of WDT ordered that all patent
litigations field in Waco be randomly assigned among 12 judges of
the district

Since then, there is a sharp drop (560%) in patent litigations filed in WDT

Copyright © 2022 Oblon, McClelland, Maier & Neustadt, LLP


Presenter Notes
Commentaires de présentation
More than 600 patent complaints field projected for 2020 – surpassing Deleware
President Trump’s appointment of patent litigator Alan D. Albright to the bench – not a single trial yet.  Oblon could be the first, defending Roku
West Texas includes Austin and other metropolitan areas, where plentiful business and technology ties make it much more likely that parties will be able to establish venue under TC Heartland. 
Apple has an 8,000 employee campus in Austin.
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A.l. is not an inventor under US statute

« Stephen Thaler created DABUS, an artificial intelligence system that
generates inventions

» Filed patent applications identifying DABUS as the “inventor” in a dozen
countries

 In 2020, the USPTO refused to examine the application because it does not
name an inventor

 1In 2021, the E.D. VA affirms: The patent statute (35 USC 100, 101, 115)
define an “inventor” as an “individual’

Supreme Court previously defined an “individual” as a “natural person”
 CAFC previously held that “inventors must be natural persons”

« Case law defines an inventor as an individual who conceives, which
IS a “mental act” taking place “in the mind of” an inventor

* In August 2022, the CAFC affirmed
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Same result as the EPO appeal of july 2022
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The Patent Eligibility Restoration Act of 2022

Proposed 35 USC 101:

Paragraph (a) same as current statute, “subject only to the exclusions
in subsection (b)”:

Current 35 USC 101: Whoever
invents or discovers any new and
useful process, machine, manufacture,

or composition of matter, or any new (A) A mathematical formula, apart from a useful invention or discovery.
and useful improvement thereof, may
obtain a patent therefor... (B) A process that— (i) is a non-technological economic, financial,

business, social, cultural, or artistic process; (ii) is a mental process
Except for ... the judicial exceptions
of an abstract ideas, products of
nature, and natural phenomena

performed solely in the human mind; or (iii) occurs in nature wholly

independent of, and prior to, any human activity.

(C) An unmodified human gene, as that gene exists in the human

June 2022: Supreme Court denies
body.

review of American Axle case (Claims
directed to a method of manufacturing
an automobile drive shaft with a liner
tuned to reduce vibrations is invalid
under 35 USC 101)

(D) An unmodified natural material, as that material exists in nature.
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The Equitable Doctrine of Assignor Estoppel

 Federal common law: an assignor may not challenge the validity
of the assigned patent
« 2021 Supreme Court decision (Minerva v. Hologic): Assignor
estoppel applies only when the validity challenge contradicts a
representation made in the assignment
Case remanded to the CAFC to check if this condition is satisfied in this
case
« 2022 CAFC decision (Minerva v. Hologic): inventor/founder of
accused infringer is barred by the doctrine of assignor estoppel
from challenging the asserted patent

Copyright © 2022 Oblon, McClelland, Maier & Neustadt, LLP
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Minerva v. Hologic (CAFC 2022)
Simplified facts

« Patent applications were assigned to a company, which was later
acquired by the owner of the asserted patent

 The assignment included a warranty as to the assigned claims’ validity
by stating that the assignor had no present knowledge from which the
assignor could reasonably conclude that the assigned patent rights were
invalid or unenforceable

« Asserted claim were amended after the assignment was executed

* Court finds that the asserted claim is not "materially broader” than the
assigned claims

* Thus, the assignment included a warranty as to the asserted claim

« Thus, a validity challenge by the assignor contradicts the warranty in
the assignment and the doctrine of assignor estoppel bars such a
validity challenge

Copyright © 2022 Oblon, McClelland, Maier & Neustadt, LLP
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Practical consideration: add in employment agreement and assignment this type of “warranty”
Add language in the assignment about the assignment of all inventions described, not just claimed at the time of the assignment
Assignor estoppel does not apply to post grant proceedings (IPRs)
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